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PHOTOSENSITIVE RESIN COMPOSITION : MAIL STOP: AMENDMENT 
AND METHOD OF FORMING A PATTERN 
USING THE COMPOSITION 



Hiroki MAEDA, Toru TAKAHASHI and Naoya KATSUMATA declare: 

1 . That they are the inventors of the subject application. 

2. That certain claims of the present application have been rejected as anticipated by 
Weber et al. (U.S. 2005/0260522), with an effective date which may be as early as February 13, 
2004. 

3. That they completed the present invention well prior to that date as evidenced by the 
following: 

- Application 3 (the present application) was filed with the Japanese Patent Office, as a 
PCT application, on December 1 5, 2004, claiming the benefit of the priority date of Application 2, 
filed on March 26, 2004. 

- Application 2 was filed with the Japanese Patent Office, claiming the benefit of the 
domestic priority date of Application 1 (Japanese Unexamined Patent Application Publication No. 
2003-279489), filed July 24, 2003. 



DECLARATION UNDER 37 CFR 1.131 



The application history is depicted as follows: 
February 13,2004 



July 24, 2003 



March 26, 2004 



December 15,2004 



(Application 1) 
JP 2003-279489 



JP 2004-93624 



(Application 2) 



(Application 3) 
PCT Application 
(Present Application) 
PCT/JP2004/018759 



Weber et al. 
Provisional 60/544,403 



Provisional Application 

The invention recited in claims 9 and 12 of the present application is supported by the 
disclosure of Application 1, as stated below (please find attached a certified copy of Application 
1 and an English translation thereof). 

Claims 9 and 12 are directed to a photosensitive resin composition, comprising a 
multi-functional bisphenol A novolac epoxy resin, the functionality of which is 5-functional 
groups or more, as depicted by general formula (3), a cationic polymerization initiator represented 
by general formula (1), and a naphthol sensitizer. 

Application 1 discloses a photosensitive resin composition comprising a multi-functional 
epoxy resin, a cation polymerization initiator which can be represented by general formula (1) of 
the present application, and a naphthol sensitizer. 

When the invention of Application 1 is compared to the invention of the present application, 
it is apparent that both inventions have a common feature, namely the inclusion of a cationic 
polymerization initiator and a naphthol sensitizer. 

Additionally, Application 1 discloses a multi-functional bisphenol A novolac epoxy resin, 
a functionality of which is 5-functional groups or more, as discussed below, and which can be 
represented by general formula (3) of the present application. 

In the present application, EPICOAT 157S70 is disclosed as an example of a 
multi-functional bisphenol A novolac epoxy resin, the functionality of which is 8-functional 



groups, represented by general formula (3) (paragraphs [0023] and [0025] in the present 
application). 

Application 1 discloses EPICOAT 157S70 as an example of a multi-functional bisphenol 
A epoxy resin, the functionality of which is 8-functional groups, which can be represented by 
general formula (3) of the present application (paragraphs [0019] and [0021] in Application 1). 

The present application discloses a multi-functional bisphenol A novolac epoxy resin, a 
functionality of which is 8-functional groups, and similarly in Application 1, a multi-functional 
bisphenol A epoxy resin, the functionality of which is 8-functional groups, is disclosed i.e. the 
same compound. 

As described above in Application 1, a bisphenol A epoxy novolac resin is disclosed as an 
example of a multi-functional epoxy resin. Furthermore, the functionality is disclosed as, " . . . 
functionality having 5-functional groups or more is preferable. In particular, a 8-functional 
bisphenol A epoxy resin (product name: 'EPICOAT 157S70', supplied from Japan Epoxy Resin 
Co., Ltd.) is preferable". See paragraph [0021] in Application 1. Accordingly, it can be seen that 
Application 1 discloses a multi-functional bisphenol A novolac epoxy resin, the functionality of 
which is 5-functional groups or more, which can be represented by general formula (3) of 
Application 1 . 

4. That said Japanese Application constitutes an actual reduction to practice of the present 
invention well prior to the February 13, 2004 date of the Weber publication. 

5. That said Japanese priority application constitutes a conception of the invention at a date 
prior to Weber. 

6. That applicants diligently completed their invention from a period of time just prior to 
the February 13, 2004 date of Weber until the filing of JP 2004-93624 (Application 2) of the 
present application, filed March 26, 2004. 

For the foregoing reasons, the Weber reference is antedated by the present application. 




We further declare that all statements made herein of are own knowledge are true, and that 
all statements on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code, and that 
such willful false statements may jeopardize the validity of the application or any patent issuing 
thereon. 
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